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REMARKS 

Applicant thanks the examiner and her supervisor for the courtesy extended to applicant's 
representative during a telephone interview on July 12, 2005. 

During the interview, applicant presented proposed claim amendments which are 
substantially similar to those above. Applicant also explained the differences between 
applicant's invention and the prior art, particularly U.S. Pub. No. 2001/0039582 to McKinnon 
m. The examiner agreed to consider applicant's amendment upon presentation, no further 
agreement was reached. 

I. Introduction 

Claims 1-25 are pending in the above application. 
Claims 1-6, 10, 12, 17-21 and 25-26 stand rejected under 35 U.S.C. § 102. 
Claims 7-9, 1 1, 13-16 and 22-24 stand rejected under 35 U.S.C. § 103. 
Claims 1,15 and 17 are independent claims. 

II. Amendments 

Claims 1, 14, 15 and 17 have been amended to more particularly point out that which 
Applicant regards as the inventions therein. 

Claim 26 has been cancelled without prejudice or disclaimer. 
No new matter has been added. 
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III, Prior Art Rejections 

A. Claims 1-6, 10, 12, 17-21 and 25-26 stand rejected under 35 U.S.C § 102 as 
being anticipated by McKinnon III et aL (2001/0039582).' 

Anticipation under 35 U.S.C. § 102 requires that each and every element of the claim be 
disclosed in a prior art reference as arranged in the claim. See, Akzo N. V. v. U.S. Int 7 Trade 
Commission, 808 F.2d 1471 (Fed. Cir. 1986); and Connell v. Sears, Roebuck & Co., 220 USPQ 
193, 198 (Fed. Cir, 1983). 

McKinnon in does not disclose or suggest a data switching system in communication 
with a plurality of network elements, said data switching system being adapted to query said 
network elements from time to time for status information and to store the status information in a 
database; and a management system for managing network elements on the cable network, said 
management system being adapted to obtain network element status information from said 
database, wherein the data switching system queries said network elements by a ranging request, 
and the status information is determined based on a response by a network element to the ranging 
request, as recited by amended claim 1 . McKinnon III also docs not disclose providing a ranging 
request signal from the data switching system to each of the network elements of the plurality of 
network elements; determining status information for each of the plurality of network elements 
based on a response from each of the plurality of network elements to the communication signal, 
respectively, as recited by amended claim 17. 

McKinnon III discloses to issue queries from a data collector 88 contained in network 
access manager 86 to the CMTS and CM to monitor the network access. Figs. 5 and 6; para. 65. 
McKinnon III specifically discloses to issue a separate query signal to monitor the network 
access and does disclose to rely on results of ranging request signals from the CMTS to the 
network elements. Accordingly, McKinnon does not disclose each and every limitation of 
amended claims 1 or 17 and does not anticipate amended claims 1 or 17. Likewise, McKinnon 



1 Applicant notes that the Office action asserts that it would be & design choice for the CMTS or a network manager 
to query network elements. While applicant's strongly disagree with the assertion, rational of a design choice is 
typically considered in a rejection under 35 U.S.C. § 103 rather than § 102, i.e. anticipation is well established to 
require disclosure of all of the claimed elements. The argument of a design choice appears to be a recognition that 
not all of the claimed elements are disclosed by McKinnon, hence there can he no anticipation. 
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EI does not anticipate claims 2-6, 10 or 12 which depend on amended claim 1, nor claims 18-21 
and 25 which depend on amended claim 17. 

B. Claims 7, 9, 1 1, 15 and 22 stand rejected under 35 U,S.C. § 103 as being 
unpatentable over McKinnon III in view of Hsieh (U.S. Pat. No. 6,5 12,824). 

Obviousness can only be established by combining or modifying the teachings of the 
prior art to produce the claimed invention where there is some teaching, suggestion, or 
motivation to do so found either in the references themselves or in the knowledge generally 
available to one of ordinary skill in the art. Ecolochem Inc. v. Southern California Edison Co., 
227 F.3rd 1361, 56 U.S .P.Q.2d (BNA) 1065 (Fed. Cir. 2000); In re DembiczaK 175 F.3d 994, 
999, 50 U.S.P.Q.2D (BNA) 1614, 1617 (Fed. Cir. 1999); In re Jones, 958 F.2d 347, 21 
U.S.RQ.2d 1941 (Fed. Cir. 1992); and/* re Fine, 837 F,2d 1071, 5 U.$JP.Q.2d 1596 (Fed. Cir. 
1988). See also MPEP 2143.01. 

Neither McKinnon nor Hsieh, taken alone or in combination, disclose or suggest all of 
the limitations of amended claim 1 , upon which claims 7, 9 and 1 1 depend, nor the limitations of 
amended claim 1 5* nor the limitations of amended claim 17, upon which claim 22 depends. 
McKinnon does not disclose such as discussed above. Hsieh discloses a proxy database for an 
element management system of a telephone switching network. Hsieh also does not disclose the 
features of amended claims 1,15 and 17, and the Office action does not rely on Hsieh as 
disclosing such features. 

Accordingly, as neither McKinnon nor Hsieh, taken alone or in combination, disclose or 
suggest all of the limitations of amended claim 1, upon which claims 7, 9 and 1 1 depend, nor the 
limitations of amended claim 1 5, nor the limitations of amended claim 1 7, upon which claim 22 
depends, the combination of McKinnon and Hsieh does not render these claims unpatentable. 
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C. Claims 8, 14, 16 and 23 stand rejected under 35 U.S.C. § 103 as being 
unpatentable over McKinnon III in view of Carlson et al. (U.S. Pub. No. 2004/02 1 063 2). 2 

Neither McKinnon nor Hsieh, taken alone or in combination, disclose or suggest all of 
the limitations of amended claim 1, upon which claims 8 and 14 depend, nor the limitations of 
amended claim 15 upon which claim 16 depends, nor the limitations of amended claim 17, upon 
which claim 23 depends. McKinnon does not disclose such as discussed above. Carlson 
discloses a distributed network management system with a hub server and remote servers. Abs. 
Carlson also does not disclose the features of amended claims 1,15 and 17, and the Office action 
does not rely on Carlson as disclosing such features. 

Accordingly, as neither McKinnon nor Carlson, taken alone or in combination, disclose 
or suggest all of the limitations of amended claim 1, upon which claims 8 and 14 depend, nor the 
limitations of amended claim 15 upon which claim 16 depends, nor the limitations of amended * 
claim 1 7, upon which claim 23 depends, the combination of McKinnon and Carlson does not 
render these claims unpatentable. 

D, Claims 13 and 24 stand rejected under 35 U.S.C. § 103 as being unpatentable over 
McKinnon III in view of Applicant's Alleged Admitted Prior Art (APA). 

Neither McKinnon nor APA, taken alone or in combination, disclose or suggest all of the 
limitations of amended claim 1, upon which claim 13 depends, nor the limitations of amended 
claim 17, upon which claim 24 depends. McKinnon does not disclose such as discussed above. 
APA is relied on as allegedly disclosing that DOCSIS requirements specify an RF Management 

3 Applicant notes that claim 16 depends on independent claim 15 and incorporates all of the limitations thereof. 
However, while the Office action relied on Hsieh to reject claim 1 5, Hsieh was not relied upon to reject claim 16. 
Accordingly, the rejection of claim 16 appears to be structurally defective. 
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Information Base (MIB). APA also does not disclose the features of amended claims 1 and 17, 
and the Office action does not rely on APA as disclosing such features. 

Accordingly, as neither McKinnon nor APA, taken alone or in combination, disclose or 
suggest all of the limitations of amended claim 1, upon which claim 13 depends, nor the 
limitations of amended claim 17, upon which claim 24 depends, the combination of McKinnon 
and APA does not render these claims unpatentable. 

IV. Conclusion 

Haying fully responded to the Office action, the application is believed to be in condition 
for allowance. Should any issues arise that prevent early allowance of the above application, the 
examiner is invited contact the undersigned to resolve such issues. 

To the extent an extension of time is needed for consideration of this response, Applicant 
hereby request such extension and, the Commissioner is hereby authorized to charge deposit 
account number 502 1 1 7 for any fees associated therewith. 

Date: ^ * Respectfully submitted, 

By: ~* 

Lawrence T. Cullen 
Reg. No.: 44,489 

Motorola Connected Home Solutions 
101 Tournament Drive 
Horsham, PA 19044 
(215) 323-1797 
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